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The fair use defense for using a third party's
trademark From physical reality to registration as
a domain name

Prepared by the Ph.D. Under the supervision of Prof.

. - student Feras Dr. Mohamed Farguk Abu
Mohammad Arafeh Al-Shammat
Balaha
Abstract

The use of third parties' trademark without their consent constitutes

one of the most important forms of trademark infringement prohibited by
the legislator in the laws of trademarks. The legislator's aim is to achieve
two primary objectives. The first is to protect the right of the mark's
owner to exploit the good will of the mark. The second objective is to
protect the consumer from misleading the source of products and
services. This protection is not limited to the forms on the imitation of the
trademark or the use of counterfeit brand, but extends to prevent others
from registering a domain name identical or confusingly similar to that
mark. Whoever, this prohibition does not prevent third parties from using
the trademark, or registering it as a domain name, with good faith for
descriptive purposes if the mark contains a term that has a dictionary
meaning that can be used for descriptive purpose. In practice, the use of
the mark by third parties to refer to products or services bearing the mark
has been justified in order to market such products or services in the

physical world, and on the Internet.

What are the circumstances that justify the use of the trademark, or its
registration as a domain name by third parties? What are the legal effects
of such use?

***Department Of Commercial Law- Faculty Of Law- Damascus University.
Department Of Commercial Law- Faculty Of Law- Damascus University
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(1)- Philip Morris USA Inc. v. Borut Bezjak, A Domains Limited- WIPO Case No. D2015-1128-

(marlboro.party)- (September 11, 2015).

(2)- Howard S. Hogan, and Stephen W. Feingold- Intellectual Property Law in Cyberspace- 2nd

edition- BNA Books — Washington- U.S.A- 2011-p 396.
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(1)- Toyota Motor Sales v. Tabari, et al- No. 07-55344 (9th Cir. 2010)- Decided in: July 8, 2010..
(2)- 201 Folsom Option JV, L.P. and 201 Folsom Acquisition, L.P. v. John Kirkpatrick- WIPO Case
No. D2014-1359- (luminacondo.com)- (October 28, 2014).
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(3)- Oki Data Americas, Inc. v. ASD, Inc-WIPO Case No. D2001-0903- (okidataparts.com)-
(November 6, 2001).
National Association for Stock Car Auto Racing, Inc. v. Racing Connection / The ) dnd & (1)
Jlae 3 oy 53 (Uil ad anlia) abe Sl oL8 G g BalL 5,500 Zislll cuals (c.Racin’, Connection, Inc
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National Association for Stock Car Auto Racing, Inc. v. Racing Connection / The Racin’,
Connection, Inc. WIPO Case No. D2007-1524- (nascartours.com)- (January 28, 2008).
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(1)- Stephanie M. Greene- Sorting Out "Fair Use" and Likelihood of Confusion" in Trademark Law-
American Business Law Journal- Vol. 43, Issue. 1, 2006- pp. 43-77- p 44-46.
KP ) Leadl 48,8l culls (KP Permanent Make-Up, Inc. v. Lasting Impression I, Inc) dnd i -@
pesl) (e eleainn ) Jaenill ilatie Canagl (micro colors) mlhaas pladiuly s (Ple) (Permanent Make-Up
laa & e Lusls (Lasting Impression I, Inc) Lesde e xal) 38,20 5a%a)) 48,0 Ladlall (3illaa elhcall 38 G e
J e pllaaad) 138 Jlesial Bl A5V Gl AaSas Cualh (Jpandll cilatie Gl padig ple plhias g plhaad)
il eae e Cule of axy aSal 1 danlil) alatV) GUELY) AaSae il Fale Llasinl (S8 de adll 48,40
sl jian Jpa llgiuall Jiloai Ylial agy Y L sall A8 U8 (o pllacad) 138 aasind & e il ae )
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KP Permanent Make-Up, Inc. v. Lasting Impression I, Inc.- 328 F.3d 1061, 1072 (9th Cir.2003).
Usadd) L G ) (A1 Asal) daSaa cad (Zatarains, Inc. v. Oak Grove Smokehouse) drxai i -®
3,0 U3 (o ellaaaall 13 plasiad oSl (ol () (gl sline ¢ inmy wllama & e sall 4,80 55111 (Fish-Fri)
2007 2518 LS sl (83 b (gl ire 40l 38 il slandly dilatial plakall Ciliens e 1950 ole b deadl)
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S L aSal) 13 el
Zatarains, Inc. v. Oak Grove Smokehouse, Inc.- 698 F.2d 786, 791 (5th Cir. 1983).
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Cosmetically Sealed Indus., Inc. v. Chesebrough-Pond’s USA Co.- 125 F.3d 28, 31 (2d Cir. 1997).
KP Permanent Make-Up, Inc. v. Lasting ) ¢sse A& suldll 4o cenall 4ad ulall (o canti dpcail) o3 B
el Tal Al il (ala 8 5)5S3ally ¢ Aanlil) AplaiV) ) AaSae Lyl ) (Impression I, Inc
SUPREME COURT OF THE UNITED STATES- KP Permanent Make-Up, Inc. v. Lasting
Impression I, Inc.- 543 U.S. 111 (2004).
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(3)- See, e.g: Suncor Energy Inc. v. Whois Privacy Protection Service, Inc. / andre bechamp- WIPO
Case No. D2012-2123- (suncorcalgary.com) et al- (December 27, 2012), and Drexel University v.
David Brouda- WIPO Case No. D2001-0067- (drexel.org)- (March 20, 2001).

(4)- Northwestel Inc. v. John Steins- WIPO Case No. D2015-0447-(northwestel.com)- (April 29,
2015).
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(1)- Carl Regelmann- Trademark Nominative Fair Use: The Relevance of the "New Kids on the
Block Factors" After the Supreme Court KP Permanent Make-Up v. Lasting Impression Decision-
DePaul Journal of Art, Technology & Intellectual Property Law. Prop, Vol. 16, Issue. 1, fall 2005-pp.
1-47- p.10-11.
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a- Books:

- Howard S. Hogan, and Stephen W. Feingold- Intellectual Property
Law in Cyberspace- 2nd edition- BNA Books — Washington- U.S.A-
2011.

b- Researches:

- Carl Regelmann- Trademark Nominative Fair Use: The Relevance
of the "New Kids on the Block Factors" After the Supreme Court KP
Permanent Make-Up v. Lasting Impression Decision- DePaul
Journal of Art, Technology & Intellectual Property Law. Prop,
Vol.16, Issue.1, fall 2005-pp.1-47.

- David W. Barnes, and Teresa A. Laky- Classic Fair Use of
Trademarks: Confusion About Defenses, Santa Clara High
Technology Law Journal- Vol. 20, Issue. 4, Art. 1, 2004- pp 833-
885.

- Lauren T. Warbington- Crossing the Line: The Collegiate Licensing
Company's Overindulgent Attempt to Limit Small Businesses'
Online Marketing Techniques Based on Frivolous Claims of
Trademark Infringement- Journal of Intellectual Property Law, Vol.
19, Iss. 2, Art. 12, 2012- pp.517-543.

- Stephanie M. Greene- Sorting Out "Fair Use" and Likelihood of
Confusion" in Trademark Law- American Business Law Journal-
Vol. 43, Issue. 1, 2006- pp.43-77.

c- Repots:

- WIPO Overview of WIPO Panel Views on Selected UDRP

Questions- Third Edition (“WIPO Overview 3.0”)- Geneva- 2017.
d- Laws and Policies:

- Lanham Act-15 U.S.C.

- Uniform Domain Name Dispute Resolution Policy (UDRP) As
Approved by ICANN on October 24, 1999.
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e- Law Cases:

- AMF, Inc. v. Sleekcraft Boats- 599 F.2d 341, 348-49, 204 USPQ
808 (9th Cir. 1979).

- Bandag- Inc. v. Al Bolser's Tire Stores, Inc.- 750 F.2d 903 (Fed.
Cir. 1984).

- Barcelona.com. v. Excelentisimo Ayuntamiento De Barcelona- 330
F.3d 617 (4th Cir. 2003).

- Century 21 Real Estate Corp. v. Lendingtree, Inc.- 425 F.3d 211 (3d
Cir. 2005).

- Cosmetically Sealed Indus., Inc. v. Chesebrough-Pond’s USA Co.-
125 F.3d 28, 31 (2d Cir. 1997).

- Horphag Research Ltd. v. Mario Pellegrini- 337 F.3d 1036 (9th Cir.
2003).

- Interpace Corp. v. Lapp, Inc.- 271 F.2d 460 (3d Cir. 1983).

- KP Permanent Make-Up, Inc. v. Lasting Impression I, Inc.- 328
F.3d 1061, 1072 (9th Cir.2003).

- New Kids on the Block v. News America Publishing, Inc.- 971 F.2d
302 (9th Cir. 1992).

- SUPREME COURT OF THE UNITED STATES- KP Permanent
Make-Up, Inc. v. Lasting Impression I, Inc.- 543 U.S. 111 (2004).

- Toyota Motor Sales v. Tabari, et al- No. 07-55344 (9th Cir. 2010).

- WCVB-TV v. Boston Athletic Ass'n- 926 F.2d 42 (1st Cir. 1991).

- Zatarains, Inc .v. Oak Grove Smokehouse, Inc- 698 F.2d 786 (5th
Cir. 1983).

f- UDRP Cases:

- 201 Folsom Option JV, L.P. and 201 Folsom Acquisition, L.P. v.
John Kirkpatrick- WIPO Case No. D2014-1359-
(luminacondo.com)- (October 28, 2014).

- Drexel University v. David Brouda- WIPO Case No. D2001-0067-
(drexel.org)- (March 20, 2001).

- National Association for Stock Car Auto Racing, Inc. v. Racing
Connection / The Racin’, Connection, Inc. WIPO Case No. D2007-
1524, (nascartours.com), (January 28, 2008).
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- Northwestel Inc. v. John Steins- WIPO Case No. D2015-0447-
(northwestel.com)- (April 29, 2015).

- Oki Data Americas, Inc. v. ASD, Inc.- WIPO Case No. D2001-
0903- (okidataparts.com)- (November 6, 2001).

- Paris Hilton .v. Deepak Kumar-WIPO Case No. D2010-1364-
(parishiltonheiress.com)- (September 23, 2010).

- Philip Morris USA Inc. v. Borut Bezjak, A Domains Limited- WIPO
Case No. D2015-1128- (marlboro.party)- (September 11, 2015).

- Suncor Energy Inc. v. Whois Privacy Protection Service, Inc. / andre
bechamp- WIPO Case No. D2012-2123- (suncorcalgary.com) et al-
(December 27, 2012).
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